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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1 .704(b). 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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DETAILED ACTION 

Claims 1-12 examined on the merit 



Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1, 2, and 5 rejected under 35 U.S.C. 103(a) as being unpatentable over Park et al. 
(U.S. Patent No. 6,782,274), hereinafter referred as Park in view of Park et al. (U.S. Patent No. 
6,704,581), hereinafter referred as Lee. 

Regarding claim 1, Park discloses in combination of fig, 3D and col. 9, lines 5-27, coL 
13, lines 35-40 of a hybrid type of synchronous and asynchronous mobile stations for 
transmitting radio resource messages and inter-system handover commands messages for 
mobility in a mixed communication network being capable of accessing both the 
synchronous and asynchronous network systems, comprising the steps of. 

(a) transmitting information of terminal capability [mobile station transmits UE 
Capability Information message during a RRC connection request, see col. 11, lines 48-54 
and col. 12, line 8-14] operable in both the synchronous and the asynchronous network system 
to the mixed communication network [see, col. 13, lines 35-40, 49-62, intersystem handover 
command message from one radio system to another includes UE (capability) information 
for transmitting a capability of UE (hybrid (synchronous and asynchronous) capability 
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type mobile station, see fig. 3D)], irrespective which network system a present service area 
belongs at the side the dual-mode terminal [see fig, 3B&3D and col. 9, lines 6-26, irrespective 
of the network system the hybrid mobile belongs to, RRC connection message includes UE 
capability of the mobile is transmitted to the radio network]; and 

Park explicitly fails to disclose the step of constructing information on adjacent cells, 
which are selectively included based on the received terminal capability information, of the dual- 
mode terminal cind providing the dual-mode terminal with the constructed adjacent cell 
information, at the side of the mixed communication network. 

According to the IMT-2000 system specification used in Lee's invention, see fig. 1 A-ID, 
a mobile station delivers information of its supportable service capability to a communication 
network through a UE capability message. Lee discloses in fig. 3 of a dual-mode mobile station 
300 selectively communicating with asynchronous base station 310. The asynchronous base 
station 310 via reception unit 330 constructs neighboring list via communication with the 
synchronous base station 320. Lee fiirther discloses in col. 5, lines 1-9, when performing a 
handoff from the asynchronous base station 3 10 to the synchronous base station 320, the 
asynchronous base station 310 transmits the constructed time related information, the neighbor 
list and the long code state to the dual-mode station 300 communicating with the asynchronous 
base station 310, upon the asynchronous base station being aware of the mobile's service 
capability based on IMT-2000 specification. 

Therefore, it would have been obvious to one of ordinary skills in the art at the time of 
the invention to modify the teachings of Park to include the features of providing the dual-mode 
terminal with the constructed neighboring cell information in a IMT-2000 system as taught by 
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Lee. One is motivated as such in order to perform a handoff from an asynchronous base 
station to a synchronous base station by using information associated with a neighboring 
synchronous base station, thereby avoiding an undesirable breaking of communication 

(Lee, col. 2, lines 56-65). 

Regarding claim 2, Park discloses wherein the step (a) inserts information of terminal 
capability operable in the synchronous network system in an originating message including a 
protocol revision (P_REV, see claim 1) number [in order for the asynchronous mobile station 
to interface with the synchronous core network, the RRC message must include/insert 
information fields related to the synchronous core network and information fields 
necessary for synchronization, i.e., RRC message includes/inserts U£ terminal capability 
message having information element related to a core network inserted with a network id, 
system id and a protocol id, see col. 13, lines 49-62, col. 15, lines 54-57, col. 16, lines 39-46, 
and claim 1], if the dual-mode terminal is operative in service area of the asynchronous network 
system [mobile station is operative in the asynchronous network system, see col. 13, lines 
49-62]. Park fails to explicitly disclose the example of when the mobile station is operative in 
the synchronous network system, inserting the terminal capability including a protocol revision 
number operable in the asynchronous network system. 

Since it is disclosed in combination of col. 13, lines 35-62, col. 15, lines 54-57, col. 16, 
lines 39-46, and claim 1 an example of inter-system handover, where, the mobile station is 
operative in asynchronous network system, and protocol revision number is inserted along with 
synchronous core network information in the RRC message, this suggests a similar example may 
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be established for an inter-system handover between a mobile station operative in a synchronous 
network system, inserting protocol revision number along with asynchronous network 
information in the RRC message. This enables a synchronous mobile station to interface with 
the asynchronous network, providing another example of inter-system handover. 

Therefore, it would have been obvious to one of ordinary skills in the art at the time of 
the invention to modify the teachings of Park's example of inter-system handover to include a 
synchronous mobile station inserting in the RRC message a protocol revision operable in the 
asynchronous network. One is motivated as such in order for the mobile station operative in 
one system (synchronous) to start a handover to another (synchronous) radio system (Park, 
col 13, lines 35-55). 

Regarding claim 5, Park discloses wherein the step (a) inserts information of terminal 
capability operable in the synchronous network system in an originating message including a 
protocol revision (P REV, see claim 1) number [in order for the asynchronous mobile station 
to interface with the synchronous core network, the RRC message must include/insert 
information fields related to the synchronous core network and information fields 
necessary for synchronization, i.e., RRC message includes/inserts UE terminal capability 
message having information element related to a core network inserted with a network id, 
system id and a protocol id, see col. 13, lines 49-62, col. 15, lines 54-57, col. 16, lines 39-46, 
and claim 1], if the dual-mode terminal is operative in service area of the asynchronous network 
system [mobile station is operative in the asynchronous network system, see col. 13, lines 
49-62]. 
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Allowable Subject Matter 

3 . Claims 8-12 allowed. 

Prior Art fails to disclose the steps of checking, based on the received terminal capability 
information, whether or not the dual-mode terminal can access the asynchronous network system 
and synchronous network system respectively and sending information of adjacent cells of the 
asynchronous network system to the dual-mode terminal if accessible, at the side of a first and 
second controller respectively installed in the synchronous and asynchronous network systems 
respectively. 

4. Claims 3, 4, 6 and 7 objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 

Conclusion 

Any response to this action should be faxed to: 

(571)272-8300, (for formal conununications intended for entry) 

Any inquiry conceming this commimication or earlier communications fi'om the 
examiner should be directed to Chirag G. Shah whose telephone number is 571-272-3144. The 
examiner can normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wellington Chin can be reached on 571-272-3 134. The fax phone number for the 
organization where this application or proceeding is assigned is 571-272-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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